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DETAILED ACTION 

1. Applicant's response of 07/18/2008 has been entered and considered. Upon 
entering amendment, claims 1 and 2 have been amended; claims 3-11 have been 
cancelled; claim objections has been withdrawn. 

Response to Restriction 
Applicant's election without traverse of claims 1-6 in the reply filed on 7/18/08 is 
acknowledged. 

Claim Objections 

2. Claims 1 and 2, it is not understood what is meant by "with chromium enriched 
on their surfaces" in line 10 and 15, respectively. For purpose of examination, the 
above limitation is interpreted as "with chromium enriched on surfaces of the oxide 
films". 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka at 
al. (US 5,506,071 "Tanaka"). 
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5. In re claim 1, Tanaka discloses sealing electrode and surge absorber using the 
same; the apparatus (figs. 1a and lb) comprising: an insulating member (13b) having a 
conductive film (13a) divided by a discharge gap (13c) interposed therebetween; a pair 
of main discharge electrode members (11 and 12) containing chromium and one or 
more of iron and nickel (col. 5, lines 66-67), opposite to each other; an insulating tube 
(10) fitted to the pair of main discharge electrode members opposite to each other to 
seal both the insulating member and a sealing gas (14) inside thereof; and oxide films 
(11c) having a thickness, formed on main discharge surfaces of the pair of main 
discharge electrode members by performing an oxidation treatment (col. 5, line 66 - col. 

6, line 5). 

6. With regard to chromium enriched on surfaces of oxide films, Tanaka discloses in 
col. 4, lines 56-60 that the electrode member (11a) having a copper thin film (lib) 
thereon is placed under an atmosphere of oxygen at a high temperature, and cooled to 
form the copper oxide film (11c) on the surface of the copper thin film (lib) (see fig. la). 
It will be appreciated by those skilled in the art that, chromium oxide films is made in the 
same process as copper oxide (col. 5, lines 67 - col. 6, line 5). Therefore, Tanaka's 
electrode member (1 1 ) includes oxide films with chromium enriched on surface of oxide 
film, formed on main discharge surfaces of the pair of main discharge electrode 
members by performing an oxidation treatment. 

7. Tanaka discloses the claimed invention except for the main discharge electrode 
member contacting the conductive film. Tanaka rather discloses a cap electrode is 
being disposed in between the main discharge electrode members and the conductive 
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film. It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to eliminate the cap electrode, since it has been held that omission 
of an element and its function in a combination where the remaining elements perform 
the same function as before Involves only routine skill in the art. In re Karlson, 136 
USPQ 184. 

8. Tanaka does not explicitly disclose the oxide films having an average thickness 
in the range of 0.01 to 2.0 micron; this is viewed to be optimum value, which is 
dependent upon the operating condition and design requirement. It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to modify 
the device of Tanaka by setting oxide film thickness to some specific value, since when 
the general conditions of a claim are disclosed in the prior art, it is not inventive to 
discover the optimum or workable ranges by routine experimentation. See In re Alter, 
220, F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

9. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka in 
view of Shigemori et al. (US 4,410,831 "Shigemori"). 

10. In re claim 2, Tanaka discloses sealing electrode and surge absorber using the 
same, the apparatus (figs, la and lb) comprising: a column-shaped insulating member 
(13b and see col. 4, lines 64-65) having a conductive film (13a) divided by a discharge 
gap (13c) interposed in an intermediate of a peripheral surface; a pair of main discharge 
electrode members (1 1 and 12) containing chromium and one or more of iron and nickel 
(col. 5, lines 66-67), opposite to each other on both ends of the insulating member; an 
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insulating tube (10) fitted to the pair of main discharge electrode members opposite to 
each other to seal both the insulating member and a sealing gas (14) inside thereof, 
wherein the main discharge electrode members (see reproduced figure on the next 
page) comprising: peripheral portions attached to the insulating tube by brazing filler 
metal (col. 5, lines 17-25); protrusive supporting portions protruding toward an inside 
and an axial direction of the insulating tube and supporting the insulating member in the 
radial inner surface thereof, and oxide films (11c) having a thickness, formed on main 
discharge surfaces of the protrusive supporting portions of the pair of main discharge 
electrode members opposite to each other, by performing an oxidation treatment (col. 5, 
lines 17-25). 

1 1 . With regard to chromium enriched on surfaces of oxide films, Tanaka discloses in 
col. 4, lines 56-60 that the electrode member (11a) having a copper thin film (11b) 
thereon is placed under an atmosphere of oxygen at a high temperature, and cooled to 
form the copper oxide film (11c) on the surface of the copper thin film (lib) (see fig. la). 
It will be appreciated by those skilled in the art that, chromium oxide films is made in the 
same process as copper oxide (col. 5, lines 67 - col. 6, line 5). Therefore, Tanaka's 
electrode member (1 1 ) includes oxide films with chromium enriched on surface of oxide 
film, formed on main discharge surfaces of the pair of main discharge electrode 
members by performing an oxidation treatment. 

12. Tanaka discloses the claimed invention except for the main discharge electrode 
member contacting the conductive film. Tanaka rather discloses a cap electrode is 
being disposed in between the main discharge electrode members and the conductive 
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film. It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to eliminate the cap electrode, since it has been held that omission 
of an element and its function in a combination where the remaining elements perform 
the same function as before Involves only routine skill in the art. In re Karlson, 136 
USPQ 184. 

13. Tanaka does not explicitly disclose the peripheral portions attached to end faces 
of the insulating tube. In the same field of endeavor, Shigemori discloses peripheral 
portions of discharge electrode members attached to end faces of an insulating tube (1 ) 
(see fig. 1). It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify the device of Tanaka and employ the peripheral 
portions of the discharge electrode members attached to end faces of the insulating 
tube, as taught by Shigemori, in order to keep the insulating tube in place. 
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Response to Arguments 

14. Applicant's arguments filed 07/18/2008 have been fully considered but they are 
not persuasive for the reason discussed below. 

15. Applicant argues that "the examiner contends that Tanaka's description of a 
"comparison example" which includes electrodes made of an alloy including chromium 
and chromium oxide film is comparable to "chromium enriched on the surface of the 
oxide films" simply because an alloy to be homogeneous mixture of various elements". 
The examiner respectfully disagrees, as discussed in rejection section, Tanaka 
discloses in col. 4, lines 56-60 that the electrode member (11a) having a copper thin film 
(11b) thereon is placed under an atmosphere of oxygen at a high temperature, and 
cooled to form the copper oxide film (11c) on the surface of the copper thin film (lib) 
(see fig. la). It will be appreciated by those skilled in the art that, chromium oxide films 
is made in the same process as copper oxide (col. 5, lines 67 - col. 6, line 5). 
Therefore, Tanaka's electrode member (11) includes oxide films with chromium 
enriched on surface of oxide film, formed on main discharge surfaces of the pair of main 
discharge electrode members by performing an oxidation treatment. 

16. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., chromium oxide films) are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 
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1993). In the instant case, tine oxide films, which recited in the claim, were not so 
limited. 

1 7. Similar arguments apply to claim 2. 

18. For the reasons discussed above, the rejections are maintained. 



Conclusion 

1 9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

20. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIEN MAI whose telephone number is (571)270-1277. 
The examiner can normally be reached on M-Th: 7:00-5:00. 
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22. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Sherry can be reached on 571-272-2084. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

/Michael J Sherry/ 

Supervisory Patent Examiner, Art Unit 2836 

/Tien Mai/ 

Examiner, Art Unit 2836 



